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DETAILED ACTION 
Examiner's note 

It is noted in the amendment received 2/10/06, applicant cancels claims 4, 8, and 
20. The pending claims are 1-3, 5-7, 9-15, 19, and 21. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-3, 5-7, 12-15, 19, 21 rejected under 35 U.S.C. 102(b) as being 
anticipated by Hahn (US Pat 3605123). 

In regards to claims 1, 6, 12-14 and 15, Hahn discloses and implant a layer (13) 
that constitutes as a barrier with a substantial thickness. The layer has a channel 
network with porosity (figure 1-4, col 2:43-45) and mouths which are adapted to face a 
bone structure (see figure 2 and 3) and as disclosed, the mouth cross section diameter 
are less than the respective extents of the channel. Hahn discloses that the layer can 
be established on undulating or uneven surfaces (for example the threads of a screw 
(col 1:32-37)). The screw could be used for dental applications (col 5:46-50). In 
regards to claims 2-3, and 19, Hahn discloses the layer with channel network having 
channel branches through the layer extending in all directions. In regards to claim 5, 7 
and 21, Hahn discloses the layer has a thickness up to 0.1 inch (col 3:49-50), which is 
in the range of 0.5-20 micrometer. 
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With regard the statement of intended use and other functional statements, they 
do not impose any structural limitations on the claims distinguishable over Hahn which 
is capable of being used as claimed if one so desires to do so. In re Casey, 152 USPQ 
235 (CCPA 1967) and In re Otto, 136 USPQ 458, 459 (CCPA 1963). Furthermore, the 
law of anticipation does not require that the reference "teach" what the subject patent 
teaches, but rather it is only necessary that the claims under attack "read on" something 
in the reference. Kalman v. Kimberly Clark Corp., 218 USPQ 781 (CCPA 1983). 
Furthermore, the manner in which a device is intended to be employed does not 
differentiate the claimed apparatus from prior art apparatus satisfying the claimed 
structural limitations. Ex parte Masham, 2 USPQ2d 1647 (1987). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hahn (US Pat 3605123). 

Regarding claim 9-10 Hahn discloses the claimed invention except for having a 
porosity with a number 1x10E7-1x10E10 pores/cm3 and with a diameter of the mouth 
being in the range of 0.1-10 micrometers. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to construct the implant with a 
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layer of Hahn having a porosity with a number 1x10E7-1x10E10 pores/cm3 and with a 
diameter of the mouth being in the range of 0.1-10 micrometers, since it has been held 
that where the general conditions of a claim are disclosed in the prior art, discovering 
the optimum or workable ranges involves only routine skill in the art. In re Alter, 105 
USPQ 233. It is noted that changing pore density and pore sizes are known in the art 
(eg, Pilliar US Pat 3855638). 

Regarding claim 1 1 , Hahn discloses the claimed invention except for having the 
layer consist of titanium oxide. It would have been obvious to one having ordinary skill 
in the art at the time the invention was made to make the layer of Hahn with titanium 
oxide, since it has been held to be within the general skill of a worker in the art to select 
a known material on the basis of its suitability for the intended use as a matter of 
obvious design choice. In re Leshin, 125 USPQ 416. It is noted that using other 
materials like titanium oxide or titanium alloy are known in the art (eg, Pilliar US Pat 
3855638). 

Response to Arguments 

Applicant's arguments filed 2/10/06 have been fully considered but they are not 
persuasive. 

In response to applicant's argument that Hahn does not disclose a layer with "an 
undulating or uneven surface present on the implant", it noted that Hahn discloses the 
implant can be a screw, and that the threads of the screw are an uneven surface. 
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Furthermore, the threads of the screw directly contact the bone, where the "layer" would 
be applied. 

In response applicant's argument that Hahn does not disclose "contiguous 
channel branches" and "the layer has high degree of porosity," it is noted that Hahn's 
layer is porous and the porous includes channels that extend from an outer surface of 
the layer to the implant (see figure 2-3). In regards to claim 9, and as noted in the 
above rejection, it would have been obvious to invent a layer with the specific pore/cm3 
as stated in claim 9. 

In response to the applicant's arguments that claims 10 and 1 1 which depend 
from claim 1 , the response and rejection to claim 1 is presented above. 

In response to the applicant's arguments that Hahn fails to disclose the 
dimension of the channels, it is noted that the porosity on the outer surface of Hahn 
includes an opening that the opening is considered a mouth and this mouth or opening 
is faced towards the outer surface of the layer, and as shown in the figure, the pores 
includes channels that extend into the layer and some channels have a length larger 
than the diameter of the openings, (see figure 2-3). Again, it would obvious to invent 
the layer with the specific pore volume and mouth area diameters as specified in claim 
10. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See PTO-892 for art cited of interest. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Kim whose telephone number is (571) 272-2817. 
The examiner can normally be reached on M-F 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on (571) 272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




